09/27/02 FRI 15:31 FAX 804 519 ETHYL LAW DEPT. 
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| 

presented in view of the Examiner's Amendmejit dated March 28, 2001 in the parent 
reissue application. It adapts the format and column and line citation presented in the 
Examiner's Amendment consistent with MPEPl Section 1453 and 37 C.F.R. §1. 173(b)(1). 

The changes are presented in an Appendix for the convenience of the Examiner. 

Re jection of claims 22-40 and 42-54 under 35 USC 103(a) 



The Examiner rejected claims 22-40 and 42-54 under 35 U.S.C 103(a) as being 
unpatentable over Thorsell et al (US 4,648,985.1) combined with Applicant's alleged 
admission in view of de Vries (US 4,394,279).' As discussed during the interview of 
September 24, 2002 the rejection based on Thcjrsell et al is improper and must be 
withdrawn because the Patent Office has twice! allowed the invention over this reference 
(i.e., in the parent patent U.S. 5,650,381 and alfeo the reissue RE 37.363E). The 

difference in the instant claims is the range of Ihe components, but not the chemical 

I 

composition, I 

I . , P/w- 

The Examiner's suggested combination of Thorsell et aPSvith. Applicants!- 

admission in view of Louis de Vries (de Vries |4 s 394,279) 5r isimproper and any rejection 

based thereon should be withdrawn. Applicants have acknowledged de Vries as a public 

reference (column 1, line 56 to column 4, line jl) but only, in the context of describing 

their inventions. Applicants* description of thtir invention cannot constitute a prior art 

"admission.'* Applicants have made no "admission" that molybdenum compounds, 

i 

which are substantially free of active sulfur, hive, prior to the Applicants' instant 
invention, been used in combination with diarylamines. Applicants respectfully request 
the Examiner to reconsider and withdraw the rejection. 
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Rejection of Claim 55 under 35 U.S.Cj. 103 and 1 12. second paragraph jjjk^*^ 
The Examiner rejected claim 55 under both 35 U.S.C 103(a) and 35 U.S.C 1 12, C <^ 
second paragraph. Claim 55 has been canceled! herein without prejudice or disclaimer, 

| 

Re jection of Claims 22-54 under 35 U.S.C. 251 
The Examiner rejected claims 22-54 unker 35 U.S.C. 251 as being based on new 

matter added to the patent for which reissue is fought. 

i 
| 

As was discussed in detail at the interview, this rejection is in error. No new 

i 

matter has been added. j 

i 

I 

Claims 22, 23 and those dependent thereon, find support in the original 
specification, including its disclosed weight ratiios. At column 2 under Summary of the 
Invention, Applicants present at least five exendplary aspects of their invention. In the 
third paragraph Applicants taught an embodiment of their invention is directed to 
concentrates wherein a clearly defined weight ratio is taught. More particularly, 
Applicants additionally disclosed defined weight ratios for lubricant compositions, such if ^ ( ^ /v Jb^ 
as in column 6 lines 55-64. Applicants referrek to exemplary support for their reissue ^ 




claims when filing the present reissue application and they respectfully invite attention to ^ . - 

their Continuation Reissue Oath, page 3, 1jl0. therefore, no new matter or unsupported ^° 1 % °^co 
matter has been added or claimed, and the rejection of claims 22-54 should be withdrawn. 

v 

Claims 53 and 54 have been canceled herein and replaced, pursuant to the 
discussion at the interview of September 24, 2t)02, with new claims 56 and 57. 

FEBS 

If any fees are required in connection AKith this Response and Amendment, please 
charge our Deposit Account No. 05- 1 372. 



4! 

» 
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CONCLUSION 



It is therefore respectfully submitted thait claims 22-40, 42-52 and 56-57 are in 
condition for allowance* ; 



If the Examiner feels that a telephone communication will be useful in the 

! 

prosecution of this application, she is encouraged to contact the undersigned attorney. 



Respectfully submitted, 



D 



EibyK 



nnis H. Rainear 
No. 32,486 
Corporation 
0 South Fourth Street 
Richmond, VA 23219 
Telephone: 804-788-5516 
Facsimile: 804-788-5519 



September 27, 2002 
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APPENDIX 



U.S. Application No.: 09/604,285 
Attorney Docket No.; EP-7041-Div 



VF.RSTON SHOWING AMENDMENT TO SPECIFICATION 
Page 1 , after the title, the following neW paragraph is inserted: 



Ap plication Serial No. 09/604-285 filed! Jun e 26. 2000. and its parent application 
09/359.770 filed July 22. 1999 and now Re 371363E. are each reissues of U.S. Patent No, 
5, 650.381. which was granted from application serial no. 08/559- 879 filed November 20. 



1995. 



VERSION OF C.T.AIMS TO foow CHANG ES MADE 



Amended claim 30 to be added in the riissue now reads as follows: 



30. A lubricating composition accordiite to claim 22 or 23. wherein the 
molybdenum compound is at least one of mohJbde num naohthenate, molybdenum 

i 

nctnate or molybdenum 2-ethvlhexanoate. 



Claims 53, 54 and 55 are canceled 

Claim 56 is added as a new claim. 
56. A method for lubricating an engine 



comprising adding a lubricating 



composition of claim 22 or claim 23 to said etjgine. 



Claim 57 is added as a new claim. 



57, An engine lubricated according tri the m ethod of claim 56, 
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Certificate of Transmission under 37 CFR 1 .8 



I herebv certify that this correspondence isf being facsimile transmitted to the 
UnitedStatesPatentandTrademarkOffic^ - ^aminer Margaret B. Medley, 

Art Unit 1714, FAX No.: 703-973-9311 



on. 



September 27, 2002 
Date 



Response and Amendment due 
loj/09/02, Ser. No. 09/604,285 - 
Atjtorney Docket No. EP-704l-Div 




Signature 

Dennis H . Raineaij, Reg. No. 32,486 



Typed or printed name o( person signing Certificate 



Note: Each paper must have its own certificate of transmission, or this certificate must Identify 
each submitted paper. 



Burden Hour Statement: Ttils form b estftiated W wVu .0.03 hour* w cahpjete. J^^W^C^ ^"^^ 
wasnlngton, DC 20Z31 



upon the needs or tne frrfvfctual «$e. 

",S. Patent and Trademark 

Convrti54io*i£' for Parents, 
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